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RECEIVED 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE CENTR AL FAX CENTER 

JAN 0 4 2005 

lnventor(s): J. Ronning & K. Wical 

Serial No.: 09/492,844 Examiner: Yogesh C. Garg 

Filed: January 27, 2000 Group Art Unit: 3625 

Docket D33-029-03-US Customer No. 22,854 

Title: Apparatus and Method for Secure Downloading of Files 

PETITION UNDER 37 C.F.R. 1.181 TO REMOVE FINALITY OF THE OFFICE ACTION 

Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir or Madam: 

In the Office Action of October 4, 2004, the Examiner for the first time raised two issues, 
including: (1 ) whether the Applicant is entitled to a priority claim and alternatively (2) 
whether the claims are directed to non-statutory subject matter under 35 U.S.C. 1 01 . This 
petition seeks to remove the finality of the present office action so that the Applicant may 
fairly address these newly raised issues. 

Background 

The present application was filed on January 27, 2000 as a continuation-in-part of U.S. 
Application No. 09/372,253 and further claimed priority to Provisional Application No. 
60/110,952. Independent claims 1 and 23 were originally presented as follows: 

1. (Original) A method for secure downloading of a file from a network, comprising: 
receiving selection of a file; 



CERTIFICATE OF TRANSMISSION/MAILING 
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tte United States Postal Service with sufficient postage as first class mall In an envelope addressed to: Commissioner for 
P&tents, P.O. Box 1450, Alexandria, VA 2231 3-1450 on the date shown below. 


Typed or printed name 


Shawn B. Dempster 


Signature 


Jac/L/ 


Date 
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receiving an order from a user for download of the selected file, the order 
including a file identifier related to the file and an order identifier 
related to the order; 

verifying the file identifier based upon particular information related to the 
file; 

verifying the order identifier based upon particular information related to the 
order; and 

selectively downloading the file based upon the verification of the file 
identifier and the verification of the order identifier 

23. (Original) An apparatus for secure downloading of a file from a network, 
comprising: 

a selection module for receiving selection of a file; 

a receive module for receiving an order from a user for download of the 

selected file, the order including a file identifier related to the file and 

an order identifier related to the order; 
a file identifier module for verifying the file identifier based upon particular 

information related to the file; 
an order identifier module for verifying the order identifier based upon 

particular information related to the order; and 
a download module for selectively downloading the file based upon the 

verification of the file identifier and the verification of the order 

identifier. 

A first office action was mailed to the Applicant's first representative on November 20, 
2002. The first office action did not contain any objections as to priority claims or non- 
statutory subject matter under 35 U.S.C. 101 . 

A response was filed on April 2, 2003, where claims 1 and 23 were amended as follows: 

1. (As Amended on 4/2/03) A method for secure downloading of a file from a 
network, comprising: 

receiving selection of a file; 

receiving an order from a user for download of the selected file, the order 
including a file identifier related to the file and an order identifier 
related to the order; 

verifying the file identifier based upon particular information related to the 
file; 

verifying the order identifier based upon particular information related to the 
orde r, including: 

determining if the order identifier Is valid for the order, meaning the 

order identifier exists for the order 
determining if the order identifier is active, meaning the order was not 

canceled before the download of the file: and 
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determining if the order identifier is non-suppressed , meaning the 
order was not canceled after the download of the file ; and 
selectively down l oading permitting the download of the file based upon the 
verification of the file identifier and the verification of the order 
identifier. 

23. (As Amended on 4/2/03) An apparatus for secure downloading of a file from a 
network, comprising: 

a selection module for receiving selection of a file; 

a receive module for receiving an order from a user for download of the 

selected file, the order including a file identifier related to the file and 
an order identifier related to the order; 
a file identifier module for verifying the file identifier based upon particular 

information related to the file; 
an order identifier module for verifying the order identifier based upon 
particular information related to the orde r, including: 
a module for determining if the order identifier is valid for the order. 

meaning the order identifier exists for the order: 
a module for determining if the order identifier is active, meaning the 

order was not canceled before the download of the file: and 
a module for determining if the order identifier is non-suppressed. 

meaning the order was not canceled after the download of the 
file : and 

a download module for selectively down l oad i ng permitting the download of 
the file based upon the verification of the file identifier and the 
verification of the order identifier, 

A final office action was mailed to the Applicant's second representative on June 13, 2003. 
Again, this final office action did not contain any objections as to priority claims or non- 
statutory subject matter under 35 U.S.C. 101 . 

A request for continuing examination was filed on November 13, 2003, where claims 1 and 
23 were amended as follows: 

1. (As Amended on 1 1/13/03) A method for secure downloading of a file from a 
network, comprising: 

receiving selection of a file; 

receiving an order from a use r, during an on-line session, for download of 
the selected file, the order including a file identifier related to the file 
and an order identifier related to the order; 

verifying the file identifier based upon particular information related to the 
file; 

verifying the order identifier based upon particular information related to the 
order, including: 



-3- 



Z.00"<d 6ZI9# H3MWHS ? N3SNYH 3HOOW 08LX ZZ£ Z19 Sfc : 8I 9006 4 SO "HYP 



8£-90:<ss-uiui) NOIJLVUna * 08£l> 2GE Zl9:aiS3 « 90C6£Z8:siNa * OH-dHXda-OldSfVMAS « [aiuu pjepucis aiajseal [Aid Sl'-OV'-l 5002/t/L IV QAOd » a/8 30Vd 



determining if the order identifier is valid for the order, meaning the 

order identifier exists for the order; 
determining if the order identifier is active, meaning the order was not 

canceled before the download of the file during an on-line 

session : and 

determining if the order identifier is non-suppressed, meaning the 

order was not canceled after the download of the file during an 
on-line session ; and 
selectively permitting the download of the file based upon the verification of 
the file identifier, the verification of the order identifier, a number of 
attempted downloads of the file by the user, and a number of 
successful downloads of the file by the user. 

23. (As Amended on 1 1/13/03) An apparatus for secure downloading of a file from 
a network, comprising: 

a selection module for receiving selection of a file; 
a receive module for receiving an orde r, during an on-line session, from a 
user for download of the selected file, the order including a file 
identifier related to the file and an order identifier related to the order; 
a file identifier module for verifying the file identifier based upon particular 

information related to the file; 
an order identifier module for verifying the order identifier based upon 
particular information related to the order, including: 
a module for determining if the order identifier is valid for the order, 

meaning the order identifier exists for the order; 
a module for determining if the order identifier is active, meaning the 
order was not canceled before the download of the file during 
an on-line session ; and 
a module for determining if the order identifier is non-suppressed, 

meaning the order was not canceled after the download of the 
file during an on-line session ; and 
a download module for selectively permitting the download of the file based 
upon the verification of the file identifier, the verification of the order 
identifier, a number of attempted downloads of the file by the user, 
and a number of successful downloads of the file by the user. 

An office action was mailed to the Applicant's second representative on February 2, 2004. 
As with the previous two office actions, this office action did not contain any objections as 
to priority claims or non-statutory subject matter under 35 U.S.C. 101 . 

A response was filed on July 2, 2004, where claims 1 and 23 were amended as follows: 

1. (As Amended on 7/2/04) A method for secure downloading of a file from a 
network, comprising: 

receiving selection of a file; 
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receiving an order from a use r, during an on l ino oocc i on, for download of 
the selected file, the order including a file identifier related to the file 
and an order identifier related to the order; 

verifying the file identifier based upon particular information related to the 

file; 4U 
verifying the order identifier based upon particular information related to the 
order, including: 

determining if the order identifier is valid for the order, meaning the 

order identifier exists for the order; 
determining if the order identifier is active, meaning the order was not 

canceled before the download of the fil o - during an on l in e 

c es s i on ; and 

determining if the order identifier is non-suppressed, meaning the 

order was not canceled after the download of the file during an 
on lino ooccion ; and 
selectively permitting the download of the file based upon the verification of 
the file identifier^ and the verification of the order identifier, a number 
of attempted downloads of the file by the user, a nd a number of 
successful downloads of the file bv the user . 

23. (As Amended on 7/2/04) An apparatus for secure downloading of a file from a 
network, comprising: 

a selection module for receiving selection of a file; 

a receive module for receiving an order from a use r, during an on l in e 

cocsion, for download of the selected file, the order including a file 
identifier related to the file and an order identifier related to the order 
a file identifier module for verifying the file identifier based upon particular 

information related to the file; 
an order identifier module for verifying the order identifier based upon 
particular information related to the order, including: 
a module for determining if the order identifier is valid for the order, 

meaning the order identifier exists for the order; 
a module for determining if the order identifier is active, meaning the 
order was not canceled before the download of the fil o during 
on on - l i ne session ; and 
a module for determining if the order identifier is non-suppressed, 

meaning the order was not canceled after the download of the 
fil e during an on l ino soss i on ; and 
a download module for selectively permitting the download of the file based 
upon the verification of the file identifier and the verification of the 
order identifie r, a number of attempted downloads of the file bv the 
user, and a number of successful downloads o f the file bv the user. 

A final office action was mailed to the Applicant's second representative on October 4, 
2004. This final office action, for the very first time, contains objections as to priority 
claims and non-statutory subject matter under 35 U.S.C. 1 01 . In the October 4, 2004 
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Office Action, the Examiner stated that "the subject matter of the currently amended 
independent claims 1 and 23, that is 'permitting download of the file based on a number of 
attempted downloads of the file by the user and a number of successful downloads of the 
file the user\ is not supported ..." by the prior filed applications. In addition, the Examiner 
stated in the same Office Action that "the above 101 rejection has arisen due to current 
amendment by canceling the limitation, 'during the on-line session' from independent 
claim 1 . 

On December 7, 2004, subsequent to the aforementioned final Office Action, Applicant 
transferred the instant application away from the prior second representative to the below 
signed new representative. 

Remarks 

In a teleconference on January 4, 2005 between Applicant's representative and the 
Examiner, the issue of the propriety of the finality of this office action was discussed. No 
resolution on the issue was achieved. This petition seeks to remove the finality of the 
present office action dated October 4, 2004, because the Examiner raised a new issue 
regarding Applicant's priority claim and whether the claims are directed to non-statutory 
subject matter under 35 U.S.C. 101. 

With respect to the prior claim objection, the Examiner did not state that this objection 
resulted from Applicants amendments to the claims or was as a result of a later filed 
information disclosure statement as suggested by the examination guidelines set forth in 
MPEP§ 706.07 as the minimum requirement needed to make a second action final. 
Further, the subject matter of the claims as summarized by the Examiner and repeated 
above has not changed throughout this prosecution through the patent office since the 
application was filed January 27, 2000. This issue regarding Applicant's priority claim 
could have been raised by the Examiner in any one of the three prior Office Actions by the 
Examiner or at the very least as a new non-final office action. To raise this issue 
regarding priority claim two years after the first office action and not even permit the 
AppDcant an opportunity to respond to this new issue by right without either appealing or 
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filing a second request for continuing examination is not fair, contravenes the guidelines 
set forth in MPEP § 706.07(a) and may even violate sections of the U.S. Administrative 
Procedures Act. Based on the foregoing, Applicant requests withdrawn of finality of this 
office action. 

With respect to the rejection of the claims as being directed to non-statutory subject matter 
under 35 U.S.C. 101, the Examiner did state that this objection resulted from Applicants 
amendments to the claims as suggested by the examination guidelines set forth in MPEP 
§ 706.07 as the minimum requirement needed to make a second action final. However, 
the particular reason set forth was that the removal of the limitation 'during the on-line 
session' from independent claim 1 is logically flawed. This particular limitation was first 
introduced in the third response by the Applicant and then removed in the fourth response. 
The limitation was not present in the pending claims for the first two office actions issued 
by the Examiner. As such, this issue regarding 35 U.S.C, 101 could have been timely 
raised by the Examiner in either the first or second Office Actions by the Examiner or at 
the very least as a new non-final office action. To raise this issue regarding 35 U.S.C. 101 
in a non-timely manner and not even permit the Applicant an opportunity to respond to this 
new issue by right without either appealing or filing a second request for continuing 
examination is not fair, contravenes the guidelines set forth in MPEP § 706.07(a) and may 
even violate sections of the U.S. Administrative Procedures Act. Based on the foregoing, 
Applicant requests withdrawn of finality of this office action. 

If a formal oral hearing or informal telephone interview would help resolve this matter, then 
the Applicant hereby requests such oral hearing or telephone interview. 

On the basis of the foregoing, Applicant respectfully submits that finality of the October 4, 
2004 Office Action is premature. The Examiner has raised new issues, for the first time, 
of whether the Applicant is entitled to a priority claim and alternatively whether the claims 
are directed to non-statutory subject matter under 35 U.S.C. 101. Applicant respectfully 
requests that the present petition be granted and the finality of the October 4, 2004 office 
action be withdrawn. 
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Should the present petition be granted, the Applicant also requests a refund of the petition 
fee. 

Respectfully submitted, 

J. Ronning & K. Wical 
By attorneys/agents: 

MOORE, HANSEN & SUMNER, PLLP 
225 South Sixth Street 
Suite 4850 

Minneapolis, Minnesota 55402 
(612) 332-8200 



Date: ^Wfr »«*~ ^ 8h^^l^£w^«on No. 34, 321 
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